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UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF INDIANA
INDIANAPOLIS DIVISION
ELI LILLY AND COMPANY,
Maintiff,
1:06-cv-1017-SEB-IMS

VS,

TEVA PHARMACEUTICALSUSA, INC,,

N N N N N N N N N

Defendant.

ORDER GRANTING IN PART AND DENYING IN PART DEFENDANT'SMOTION TO
STRIKE

Defendant, Teva Pharmaceuticals USA, Inc. (“Teva’), filed aMotion to Strike [Docket
No. 628] on April 13, 2009, seeking an order to delete a portion of Plaintiff’s, Eli Lilly and
Company (“Lilly™), brief relating to its request for injunctive relief. The hearing on the motions
for atemporary restraining order (“TRO”) and a preliminary injunction was consolidated with
the bench trial conducted between March 9, 2009, and March 24, 2009, pursuant to Federal Rule
of Civil Procedure 65(a)(2). On the opening day of trial, the Court entered a TRO prohibiting
Tevafrom launching its generic raloxifene product in the United States for ten days, subject to
extension should Lilly’s evidence establish its entitlement to preliminary injunctive relief.

On the second day of trial, Tevainformed the Court that it would voluntarily withhold
launch of its generic raloxifene product for a period of time following the completion of the
bench trial in order to allow the Court a sufficient opportunity to rule on the preliminary

injunction issues. In conjunction with that concession, Teva requested an opportunity to submit



supplemental briefing and evidence on the issue of irreparable harm. Based on the parties
stipulation, each side would file one supplemental brief: Teva' s brief would be filed within five
days of the conclusion of the trial and Lilly’ s brief, five days after Teva's.

Teva smotion to strike is targeted at Section |1 of Lilly’s supplemental brief regarding
theissue of likelihood of success on the merits as well asthe entirety of Lilly’s April 9, 2009,
proposed findings of fact and conclusions of law. According to Teva, by addressing issues
beyond the sole issue of irreparable harm that Tevaraised inits brief, Lilly went beyond the

scope of the contemplated agreement. For the reasons detailed below, we GRANT IN PART

and DENY IN PART Teva s Motion to Strike.

Section Il of Lilly’s Supplemental Brief

Our review of Section |1 of Lilly’s supplemental brief reveals that the arguments made
there are essentially duplicative of the arguments on the issue of likelihood of success on the
meritsthat Lilly presented inits original briefing on its motions for preliminary injunctive relief.
The only significant difference isthat, in its supplemental briefing, Lilly citesto the trial record
and exhibits in support of its arguments rather than to the pretrial record. Because Tevahad an
opportunity to respond both to Lilly’ s original and renewed motions for preliminary injunction
and Lilly presents essentially the same arguments on likelihood of success on the meritsin its
supplemental briefing, Tevais not prejudiced by its lack of an opportunity to respond athird
time to the same arguments. Accordingly, we DENY Teva s Motion to Strike Section Il of

Lilly’s supplemental brief.



. Lilly’sApril 9, 2009, Proposed Findings of Fact and Conclusions of Law

In addition to its supplemental brief, Lilly aso filed a 69-page document with proposed
findings of fact and conclusions of law in support of its renewed motion for preliminary
injunction. The clear understanding between the parties as related to the Court was that the
initial post-trial briefings on the injunction would focus solely on the issues of the preliminary
injunction and primarily on the issue of irreparable harm that had not previously been briefed by
the parties. Docket No. 617 (Day 11 Trial Transcript) at 2125:1-23. Leave was not expressly
sought or given to Lilly allowing it to file this lengthy set of findings of fact and conclusions of
law in conjunction with this stage of the briefing. Thus, we GRANT Teva s Motion to Strike
Lilly’s April 9, 2009, proposed findings of fact and conclusions of law for purposes of the
Court’s consideration of Lilly’s renewed motion for preliminary injunction.

However, the document shall be stricken only for that purpose. The Court will allow the
document to remain of record as part of Lilly’sfinal proposed findings of fact and conclusions of
law on the issues presented at trial, and will consider that submission in conjunction with its final
decision(s) on the merits of the case. If necessary, Lilly may file supplemental proposed findings
of fact and conclusions of law to these already submitted according to the previously determined
schedule for final post-trial briefings, but Lilly should make a concerted effort not to duplicate its

prior filings.

[I1.  Paragraphs97-100 of Lilly’s April 9, 2009, Proposed Findings of Fact and
Conclusions of Law Addressing the Doctrine of Equivalents

Tevacontends that Lilly’s April 9, 2009, proposed findings of fact and conclusions of

law also advances a new theory of infringement that Lilly neither identified in its pretrial papers
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nor presented at trial, specifically, that Tevainfringes Lilly’s particle size patents under the
doctrine of equivalents. Accordingly, Tevaassertsthat Lilly should be barred from presenting
such atheory at thislate juncture and asks the Court to strike for all purposes paragraphs
numbered 97 through 100 of Lilly’s April 9th submission which address the doctrine of
equivalents. Lilly rgoinsthat Tevaknew Lilly was asserting infringement under the doctrine of
equivalents because Teva discussed the doctrine in its Final Contentions.

However, as Tevanotes, in AquaTex Industries, Inc. v. Techniche Solutions, 479 F.3d

1320 (Fed. Cir. 2007), the Federal Circuit recently reiterated the patentee’ s evidentiary burden
under the doctrine of equivalents as follows:

Pursuant to our precedent, a patentee must . . . provide particularized testimony
and linking argument as to the “insubstantiality of the differences’” between the
claimed invention and the accused device or process, or with respect to the
function, way, result test when such evidence is presented to support a finding of
infringement under the doctrine of equivalents. Such evidence must be presented
on a limitation-by-limitation basis. Generalized testimony as to the overall
similarity between the claims and the accused infringer’ s product or process will
not suffice.

Id. at 1328 (quoting Texas Instruments, Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558

(Fed. Cir. 1996)). Lilly has not presented any such particularized testimony or other evidence,
either inits pretrial filingsor at trial, nor did it set forth a doctrine of equivalents argument in
any of its pretrial submissions. Thus, Lilly cannot be permitted to raise these argumentsin such
an offhanded fashion as utilized in this case.

Accordingly, we GRANT Teva s Motion to Strike paragraphs numbered 97 through 100
of Lilly’s April 9, 2009, proposed findings of fact and conclusions of law for al purposes, as
they address the theory that Teva infringes the particle size patents under the doctrine of

equivalents.



V. Conclusion

For the foregoing reasons, we GRANT IN PART and DENY IN PART Teva s Motion to

Strike.

IT IS SO ORDERED.
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